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November 20, 1997 



Honorable Commissioner of 

Patents and I'rademarks 
Washington, D.C. 20231 

Sir: 

In response to the Office Action dated September 3, 1997, please amend the above 
application as follows: 



77 



IN THE FORMAL PAPERS 

Change the titlq^ wherever 
NUCLEIC ACIDS --. 



F \ 

qt^ wherever it appeara) 



to read - A METHOp^OF DETECTING 



IN THE ABSTRACT 



Delete page 144 and insert the Abstract of the Disclosure which is attached hereto. 
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IN THE SPECIFICATION 

Pleasejeglace the specification as filed with the attached specification. 

Page 8, line 8, delete "Fig. 4 illustrates" and insert -- Figs. 4A-4M illustrate --. 

/ 

IN THE CLAIMS 

Cancel non-elected claims 1-10 and 37 without prejudice. 

Claim 26, line 7, change ''exposing'' to - contacting and change ''to" to -- with 



Amend claim 32 as follows: 

(Amended) A method for [comparing] detecting nucleic acid sequences in two 
or more collections of nucleic acid molecules, the method comprising: 

(a) providing [a plurality of target elements] an array of polyn ucleotides bound to 
a solid surface, each [target element] said polynucleotide comprising a 
determinable [target] nucleic acid; 

(b) contacting the [target elements] array of polynucleotides w ith: 

(i) a first collection of labelled nucleic acid comprising a sequence 
substantially complementary to a [target nucleotide sequence] nucleic 
acid of said array , and 

(ii) at least a second collection of labelled nucleic acid comprising a 
sequence^omplementary to a [target nucleotide sequence] nucleic acid 
of said array : 

wherein the first and second labels are distinguishable from each other; and 
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(c) detecting [the binding] hybridization of the first and second labelled 



X- J>^ (Amended) The method of claim 32f wherein the solid support [is a plurality] 
comprises an array of beads. 



Cancel claims 35 and 36 without prejudice. 

Claim 38, line 9, delete ''predominantly''; and before "nucleic"., insert -- labeled ~; 



Reconsideration is requested. 

The applicants express their appreciation to the Examiner for the courtesy and 
helpfulness extended to applicants' representatives, namely, Vem Non/iel and Nancy 
DeSantis, patent counsel for applicants' assignee, and the undersigned. The application has 
been amended on the lines discussed at the interview and the applicants respectfully request 
favorable reconsideration on the basis of these amendments and the foUovv^ing remarks. 

A new power of attorney is being filed herewith. Please note that all future 
correspondence should be directed to the undersigned as stated in the new power. 




and 



line 11, before ''nucleic", insert ~ labeled ~. 



Claim 39, lines 2-3, delete "or polypeptide biopolymers"; and 



line 3, change "biopolymer" to - polynucleotide 



REMARKS 
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A substitute specification is attached hereto and its entiy as a replaceraent for the 
original specification is requested. The undersigned confirms that no new matter has been 
added and that the attached includes changes requested in the preliminary amendment of June 
25, 1996 (with a re-positioning of the heading '"Background of the Invention'" on page 1, the 
addition of the heading "Cross Reference to Related Applications'" on page 1 of the 
specification and insertion of a reference to Serial No. 07/492,462 filed March 7, 1990 in the 
family background of the application). 

The specification has been amended above to make reference to Figs. 4A-4M in the 
"Brief Description of the Drawings". 

An Abstract on a separate sheet is submitted herewith. 

The non-elected claims have been cancelled without prejudice to divisional filing 
thereon. 

The claims have otherwise been amended, as discussed with the Examiner. Thus, 
claims 35 and 36 have been deleted without prejudice to later prosecution and other claims 
have been appropriately amended to deal with the Examiner's Secfion 1 12, 2 ""H, rejection as 
set forth in Section (5) of the action. Accordingly, reconsideration and withdrawal of this 
rejection is requested. 

The Examiner's Section 1 12 rejecfion as set out in Section 4 of the action was 
discussed with the Examiner at the interview and it is understood that the Examiner agrees 
that the rejection should be withdrawn. As explained to the Examiner, the applicants- 
disclosure is fully enabling for the claim scope regarding probe density, taking mto account 
the knowledge of the art. It is possible with available equipment to provide probes in the 
high density called for by the claims as and when such density is required. 
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e. 



The Examiner is requested to reconsider the Section 103(a) rejection of claims 26-31 
based on the reference combinations set forth in 1|s 6-8 of the action. The Fodor patent, 
which is an essential part of the Examiner's reference combinations, is not a proper reference 
herein, taking into account the essentially common ancestry of the present case and the Fodor 
patent. Accordingly, withdrawal of the rejection is requested. 

Regarding the double-patenting rejection based on 5,445,934, the app licants are 
prepared to file a terminal disclaimer upon indication that the claims are othewise allowabl 
Accordingly, reconsideration of the rej ection is requested pending favorable indication with 
respect to all of the claims. 

The indicated allowability of claims 32-34, 38 and 39 has been noted. The applicants 
other claims are also thought to be allowable for the reasons noted. 

The appUcants attach hereto a PTO-1449 listing two further references (Church et al, 
Proc. Natl. Acad. Sci. , 81:1991-1995 (April, 1984) and Ekins et al, Analytical Chimir,. Ant. 
227, 1989), copies attached, for the Examiner's consideration. These references are not 
suggestive of the applicants' invention. However, the substance thereof was generally 
mentioned at the interview and applicants wish to have the same of record for the Examiner's 
consideration. 

The drawing objections have been noted. New formal drawings, responsive to those 
objections, are being separately filed herewith. 
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Favorable action is requested. 

Respectfully submitted, 



CUSHMAN DARBY & CUSHMAN 
Intellectual Property Group of 
PILLSBURY MADISON & SUTRO, LLP 




Paul N. Kokulis 
Reg. No. 16773 
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